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REMARKS 



Claims 1-27 are pending in the present application. In the OJPHcc Action mailed June 16^ 
2005, the Examiner rejected claims 1-27 under 35 U.S.C. § 103(a) as beit)e unpatentable over l.uo 
(USP 5,856,647) in view of Raney et aL (USP 4,967,055). Appiicanl respccLfuJIy disagrees. 

Tlic Examiner rejected claims 1-27 under 35 U.S.C. §l03(a) as being unpatentable over 
Luo in view of R»mey el al, stating that "Lou teaches die claimed plasma torch including 
shielding cup. electrode swirl ring, nozzle or tip, which all connect togetlier for torch operation." 
The Examiner further states that "[t]he claims set froth fsic] that the components such as cup, 
wlecti'ode [sic] and tip uxq connected to form a onc-piccc assembly to the torch body/' The 
Examiner furtlier states that, ''[i]n this respect the patent to Ra.ncy ct al. is applied for teaching 
that the more paits the operator has to assemble the greater the; likelihood of improper assembly 
..." and that "Rajiey et al. teach [sic] that some of tlie paits can form atJ assembly, which can then 
be secured to the torch head." Applicant does not necessarily disagree that Rancy ct al. discloses 
a torcli assembly wherein "some of the parts can fonn an assembly'*' however, Hm is not what is 
called for in the present cJainjs. 

The burden of establishing a ptima facie case of obviousness falls on the Examiner. 
MPEP §2142. To establish ^ prima facia case, the Hxaminer must not only show that the 
references include a motivation for the suugested combination but that the combination includes 
each and ever>' element of the claimed invention. That is, "[ojbviousness can only be established 
by combining or modifying the teachijigs of the prior art to produce t he claimed invention where 
diere is some teaching, suggestion, or rootivation to do so found either explicitly or implicitly in 
the references themselves or in the knowledge generally available to one of ordinaiy skill in the 
art." Ml'£r §21 43.01 (emphiuiis added). 'The fact that references can be combined or modified 
is not sufficient to establish prima facie obviousness." Id. Wien prior art references require a 
selected combination to render obvious a subsequent invention, there must be some reason for the 
combination other t han die hind s ight gained fiom the invention itself, i.e., sometliing in the prior 
art as a whole must suggest the desirability, and thus the obviousness, of making the combination. 
Umroyallnc. v. Rudkiu-Wiley Corp., 837 F.2d 1044, 5 U.S.r.Q.2d 1434 (Fed, Cir, 

To establi.sh a prima facie case of obviousness, there must be some suggcslion or 
motivation, eidicr ir^ the references themselves or in the knowledge generally uvaiJablc to one of 
ordinary' skill in the aii^ to modif^' the reference or to combine reference teachings and ihc prior 
art reference (or references when combined) must te.ach or suggest ail the claim Hmita lions . 
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Claim I calls for, in. part, an electrode integrally connected to a shield cup and a tip 
irttcgraJIy coiUDCClcd wiU) the shield cup and the electrode to form a one-piece assembly wherein 
the lip is constructed lo secure the one-piece assembly to a torch body. Raney et al. discloses a 
plasniij torch consumable i^sembly that is sabstantially similar to the consumable assembly of 
Luo. That is, each reference discloses a plurality of consumable components which are nested or 
stacked rogetlier during connec t ion of the consumable assembly to a plasma torch. That is, the 
shield cup^ the electi^ode, and the tip are generally aligned and then the nested eomponenti; are 
connected to the plastna torch, respectively. 

Raney et al. states that "ftlhe invention includes three separate and distinct elements: (1) 
an electrode having an integral, hollow, interior cooling tube, (2) a tip element with an integral 
swirl ring, at^d (3) a nozzle." CoL 3, Itis. 11-14. Raney et al. further states tliat ''[i]f the operator 
fails to include the tip clement with \hc integral swirl ring when re-assembling the torch, the 
electrode will be driven by the force of the inlet gas to the base of the nozzle when the trigger is 
depressed,'' Col. 3, Ins, 23-27. That is, the assembly of Raney et al. allows the consumable 
assembly to be connected to the torch without ihe lip and swirl ring assembly. The association of 
the individual sub-assemblies prevents operation of the torch during such improper assembly. 
That is^ the misassembled consumable assembly is still connecUtble to the torch assembly. The 
present invention prevents such an occurrence altogetlier. Raney t?l al. further states that '^[l]hc 
present invention has a unique safet\' feature which results from the stacking and nesting 
configuration of the tliree-part front end assembly 50 ' and that the '"nesting arrangemem creatts a 
stacked configuration in the front-end assembly vvhich adds an additional measure of safety in the 
event an operator fails to properly re-assemble the torch in die field.'' Col. 7. Ins, 37-53. Raney 
et al. continues, "[ijf an operator is replacing one or more worn parts in tlie field, it is possible to 
omit one or more parts durir^g re-asscmbly." Cof 7^ Ins. 53-55. 'Hiat is, the tip, electrode, and 
shield cup of Rancj- et al. arc not integrally connected as called for in claim I if in-field assembly 
is allowed with omission of one or more of the parts of the assembly. 

Applicant does not necessarily disagree that Raney et al. discloses a consumable 
assembly having a plurality of connected sub-assemhhcs. Specifically, Raney et al discloses a 
two-part electrode assembly wherein UiC two parts of the electrode a.ssembly are interconnected. 
With respect to Fig, 3. Raney ci aL suUes that "[tjbis electrode is thought to be a unique design as 
no prior art designs appear lo have an interior cooling tube fonned as in integral unit with the 
electrode." Col. 6, Ins. 45-47, (emphasis added). That is, Raney ct al. discloses an interior 
cooling tube integtidly cujinecied to an electrode. Similarly, with re$p>cci to Fig. 5, Rane^ ci al. 

, BEST AVAILABLE COPY 
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discloses a tip and swirl ring assembly wherci.o the tip and swirl ring are snap-fmingly connected. 
Raney et ah states that **the tip element with integral swirl ring is generally identified by the 
bracket numei-al 26." Col. 6, Ins. 63-64. Thai, is, Raney ct al discloses an electrode integrally 
connected to an interior cooling tube and a lip element snap-fittingly connected to a swirl ring. 



Claim 1 calls for an electrode integrally connected to a shield cup and a tip integrally 
connected lo iJie shield cup and the electrode to form a one-piece assembly wherein the tip is 
constiucted lo secure Ihc one-piccc assembly to a torch body. Raney et al. discloses lhal the 
invention tliereof includes "three separate and distinct elements^' of an electrode, a lip element, 
and a nozzle, Raney el al. further discloses that the stacked assembly disclosed therein is 
connectable to tlie plasma torch body with the omission of "one or more piirts during 
reassembly". Claim 1 calls fon in part, an aijsemblv whcfciti the tip, shield cup, and electrode ai-e 
integrally connected to form a one-piece assembly wherein the tip is constructed to secure the 
one-piece assembly to a torch body. Such an assembly is not taught, suggested, or disclosed in 
the art of record. Accordingly, Applicant believes claims 1, and Hic claims that depend 
therefrom, are patentahly distinct over the art of record. 

Claim 12 of tiie present invention calls for^ in part, a one-piece consumable assembly 
comprising a cap, a tip fixedly connected to the cap and constructed lo snap-fit the consumable 
assembly to the torch, an electrode fixedly connected to the cap, and wherein the one-piece 
consumable assembly ts assembled prior to being comiected to the torch, Sucb an assembly is not 
uujghl* disclosed, or suggested in the art of record. As aigued above with respect to claim 1, 
Rimey et al. discloses an . electrode having an integral cooling tube and a lip clement with an 
integral swirl ring. Raney ct al. fiirtlier teaches that the assembly disclosed therein includes 
'"tliree separate and distinct ojlemcnts" which includes an electrode having an integral cooling 
tube, a tip element having integral swirl ring, and a nozzle. Raney et aL further discloses that 
diese elements aie nested or stacked together and then connected to die plasma torch body. 
Raney et al. continues tliat the assembly can be connected to the torch if an operator omits one or 
more parts of the assembly during re-assembly. Claim J 2 calls tor a o ne-piece consumable 
assembly that is assembled prior to being connected lo the torch. In contrast, the assembly of 
Raney et al. is disclosed as allowing the re-asscmbly of the consumable assembly with the 
omission of one or more parts of the assembly. Furthermore, the nested or stacked orientation of 
die respective components thereof requires an operator lo associate each respective part of tlie 
a^sscmbJy prior to the connection of the assembly to the torch. A one-piece consumable assembly 



This is not what is called for in claim I . 
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having a cap, a tip fixedly connected to the cap and coJiStructcd to snaf>-fit tlie consumable 
assembly to the torch, and an electrode fixedly connected to ihc cap as called for in claim 12 is 
not taught, suggested, or disclosed in the art of record. Accordingly, Applicant believes tliat 
which is called in claims 12, and the claims that depend therefrom, is patcntably distinct over the 
art of record. 

Claim 1 7 calls for, m part, a plasma torch consumable kit wherein at least two of a shield 
cup, an electrode, and a lip arc prcss-fit to one another. As argued above, Raney el al. teaches a 
consumable assembly wherein an eleclrodc with an integral cooling tube, a nozzle, and a tip with 
an integral swiri ring are nested or slacked togctlicr during re-assembly of the consumable 
assembly. Raney et al. discloses that it is possible to oniit elements of the consumable assembly 
during re-assembly of tlie consumable assembly and connection thereof to the torch body. 
Clearly, if it is possible to omit components of the consumable assembly during re-assembly, the 
components thereof are not press-fit to one anotlier as called for in claim 1 7- As such, that which 

ft 

is called tor in claim 17 is not taught, shown, suggested, or disclosed in the art of record. 
Accorditigly. Applicatit believes that which is called for in claims 17, and ihe claiitis that depend 
therefrom, is patcntably distinct over the art of record. 

Claim 22 dcfix)cs a method of manufacturing a plasma torch consumable a:i>scmbly which 
includes integrally connecting an electrode within a perimeter of the tip in a single unitaiy 
consumable structure. As argued and supported alx>ve, the consumable assembly of Raney el al. 
requires an operator to Slack or nest the plurality of ''separate and distinct'' elements. Again, 
Applicant duey nol disagree that Raney ct al. discloses a consumable assembly having an 
electTude with an integral cooling lube and a tip snap-fittingly connected to a swirl ring. 
However, thai is nol what is called for in ihc present claims. Claim 22 calls for, in part, integrally 
connecting an electrode withm a perimeter of a lip in a single unitary* consumable structure. 
Raney et al. states tliat the consumable assembly ineludes "three separate and distinct elements" 
\vhich includes ''an electrode" and "a tip element''. Col. 3^ Ins. ll-H. Raney et al. ftirther states 
that "[ijf the operator fails to include the tip element with integra) swirl ring wlien re-assembling 
the torch, the electrode will be driven by the force of the inlet gas to tiK* base of the nozzle when 
the trigger is depressed." Col. 3, Ins. 24-28. That is^ the electrode is coimcctablc to the torch 
without the lip element. As such^ the consumable assembly of Raney cl ak docs not teach or 
suggest integrally connecting the electrode within a perimeter of the lip in a ingle unitary 
consumable siructui*e as called for in claim 22. Accordingly, tlicU which is called for in ctai.cn 22 
i.$ not suggested, taught, or disclosed in the art of record. Accordingly . Applieanl believes that 
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which is called for in claims 22, and those claims that depend therefrom, is patentably distinct 
over the art. of record. 

Therefore, in light of at least die foregoing, Applicant respectfully believes thai the 
present application is in condition for allowance. As a result, Applicant respectfully requcsls 
timely issuance of a Notice of Allowance for claims 1-27. 

Applicant appreciates ihe Examiner's consideration of these Remarks and cordially 
invites tlie Examiner to ciill the undersigned, should the Examiner consider any matters 
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unresolved. 



Respectfully submitted. 




Kirk L. Deheck 
Registration No, 55,782 
Phone 262-376-5 1 70 ext. 16 
kl d@zpspatents.com 
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